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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C, § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 12 January 2004 , 
2a)n This action is FINAL. 2b)|3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-4.6-17 and 23-29 is/are pending in the application. 

4a) Of the above claim(s) 1-4,6-8 and 17 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 9-1 6 and 23-29 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 1/12/04 is/are: a)[3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing{s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)n Some * 0)0 None of: 

1 Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) CH Notice of Draflsperson's Patent Drawing Review (PTO-948) 
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Paper No(s)/Mail Date. . 

5) [H Notice of Informal Patent Application (PTO-152) 
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DETAILED ACTION 



Claim Rejections - 35 USC §112 



1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 13 and 29 are rejected under 35 U.S.C. 1 12, first paragraph, as faihng to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. These claims refer to either a cylindrical surface or curved portions, and depend from 
claim 9, which recites the finished product (a pair of cross members and a pair of side members). 
There is no disclosure in the original specification of a finished vehiclar member construction 
with side and cross members that includes curved portions or a cylindrical surface (all the figures 
with with curved portions or cylindrical outer surfaces refer to the pipe before hydroforming or 
to related art). 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 23-26 and 28-29 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claims 23-24 are inaccurate in reciting the thin and thick wall portions as convex and 
concave inner and outer walls (the wall portions do not include the curvature at the intersection 
of the wall portions and the adjacent walls). Claim 24, in reciting the thick wall portion having a 
convex outer and inner wall, is apparently drawn to Figure 6(d). However, this contradicts claim 
9 from which claim 24 depends, which recites the thin wall portion as free from inscribed mating 
with the thick wall portion (in Figure 6(d), the thick wall portion connects with the thin wall 
portion). Similarly, regarding claims 25 and 28, there is no disclosed embodiment with thin and 
thick wall portions that are free from mating yet has a plurality of thin and thick wall portions. 
Regarding claims 26 and 29, there is no embodiment that has thick and thin portions free of 
inscribed mating yet has four thin wall portions and four thick wall portions. 

Claim Rejections - 35 USC § 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. Claims 9-16 23-29 as best understood are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Japanese Patent 61-291272 in view of Japanese Patent 6-99870 (both of 
record). 

Japanese '272 discloses hollow side members 1, 2 with thick and thin wall portions in 
Figure 5 and cross members 3,3,3,3 interconnecting the side members. However, Japanese 
'272 does not clearly disclose monolithic thick and thin wall portions (as the dictionary 
definition of "monolithic" includes "solid" and "uniform", the thick and thin portions welded 
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together in Japanese '272's Figure 5 could be considered to make a solid and uniform or 
monolithic structure). Japanese '272 also does not teach the thin wall portion free from an 
inscribed mating with the thick wall portion. Japanese *870 discloses in Figure 4 a monolithic 
side wall 5 with thick and thin portions. Japanese '870's thick wall portion o is free from 
inscribed mating with the thin wall portion I in Figure 4, the portions separated by upper and 
lower walls of intermediate thickness much as applicant's Figures 6(a)-6(c). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify Japanese 
'272 to include monolithic thick and thin portion side walls free from inscribed mating as taught 
by Japanese '870 in order to extrude the side frames (English Abstract) and hence simplify 
production (claim 9). Applicant's arguments on pages 10-1 1 of the 1/12/04 amendment that it 
would be simpler to weld the two C-shaped members and that the C-shaped members may 
already be extruded are not persuasive because extruding the entire hollow section as one piece 
would simplify the frame members at least in that welding would now not be required (i.e., one 
less step in production). As to the argument that working with extruded aluminum is 
complicated, as claim 9 does not require aluminum, and as the combination does not necessarily 
include all the features of each reference (i.e., a combination of references is not a bodily 
incorporation of parts), the combination meets claim 9. In the claims where aluminum or 
aluminum alloy is claimed, as applicant has noted above, Japanese '272's frame may already 
have extruded parts; hence it would still be a simplification to extrude the entire side member 
because welding at least is eliminated. Regarding the arguments on page 12 that Japanese '272 
is not monolithic, as broadly recited the reference could be considered monolithic as explained 
above, and at any rate in the combination Japanese '870 clearly teaches a monolithic structure as 
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claimed. The argument on page 12 of the 1/12/04 amendment that the modification would 
change the operation of the references is not persuasive, as extruding a monolithic frame member 
(Japanese '870) as opposed to welding two pieces together to form the frame member (Japanese 
'272) results either way in a rigid frame member. 

In the combination Japanese '870 teaches in the abstract aluminum extruded material as 
well as bent side frames 5 in Figure 2 with longitudinal thick and thin wall portions in Figure 4 
(claims 10-12). 

As noted above, claim 13 is really drawn to the shape of the pipe before hydro forming as 
noted above. The shape of the pipe before the final product is not patentably distinguishing in a 
claim drawn to the final product (MPEP 2113). 

Regarding claim 14, in Japanese '272 bracket 7 is attached to the outer thick wall 1 1 for 
linking the side member and a wheel as functionally recited (i.e., "for linking a side member and 
a wheel"). The manner in which the walls are formed (claim 15) is not patentably distinguishing 
in an article claim and the dies used for making the member (claim 16) are not patentably 
distinguishing, since the preamble of the claim(s) defined the invention as a vehicular member 
construction. 

Regarding claim 23, in the combination Japanese '870's thick and thin wall portions o, i 
have convex outer wall and concave inner walls inasmuch applicant's invention at the upper and 
lower comers in Figure 4. As the recitations of convex and concave outer and inner walls are 
indefinite, the combination meets the positive Hmitations of claim 24. Similarly, as claims 25-26 
and 28-29 are inaccurate to the invention, the combination meets the positive limitations of the 
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claim. As functionally and broadly recited, the inner wall portion of Japanese '870 in the 
combination is free of a circumscribed mating with the thick wall portion (claim 27). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric D Culbreth whose telephone number is 703/308-0360. The 
examiner can normally be reached on Monday-Thursday, 9:30-7:00 alternate Fridays off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Dickson can be reached on 703-308-2089. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Eric D Culbreth 
Primary Examiner 
Art Unit 3616 



ec 





